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~ 

Real Party In Interest 

L'Oreal, S.A. is the real party in interest. The assignment is recorded at Reel No. 
10063 and Frame No. 0262 on June 20, 1999. 
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Related Appeals and Interferences 

There are currently no other appeals or interferences, of which Appellant, 
Appellant's legal representative, or Assignee are aware, that will directly affect or be 
directly affected by or have a bearing on the Board's decision in the pending appeal. 

Appellant, however, would like to bring to the Board's attention the Decision by 
the Board in the parent application to this application, which is identified infra in the 
Related Proceeding Appendix. 
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Status Of Claims 

Claims 1-42 stand rejected and are being appealed. A complete listing of the 
pending claims is included in the attached appendix. No claims have been allowed. 
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Status Of Amendments 

No claim amendments have been made in response to or subsequent to the final 
Office Action dated December 21 , 2004. 
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Summary Of Claimed Subject Matter 

The present invention relates to a dye composition for keratin fibers, comprising 
at least one specific cationic direct dye and at least one specific cationic or amphoteric 
substantive polymer. Appellant's Specification at 3. Cationic direct dyes are known in 
the art, but may present certain disadvantages, such as providing insufficient coloration, 
both in the homogeneity of the color along the length of the fiber, and in the staying 
power of the coloration in the face of "attacking" factors such as light, bad weather, and 
shampooing. Id. at 2. 

After considerable research, the inventor has discovered that when certain 
specific cationic direct dye(s) are combined with certain specific cationic or amphoteric 
substantive polymer(s), the result is a novel composition that give less selective (i.e., 
more homogeneous) coloration and that provides colorations that show good resistance 
to the various attacking factors. Id. 

More specifically, the novel compositions of the invention contain at least one 
cationic direct dye chosen from those of formulae (I), (II), (III), and (III'), as described in 
the specification and claims. Id. at 3-12; see also, claims 1 , 32, 37, 38, 39, and 40. The 
compositions also contain at least one specific cationic or amphoteric substantive 
polymer. Id. at 34-35; see also, claims 1, 32, 37, 38, 39, and 40. These components 
form the basis of the novel composition. 

In addition, the present invention is directed to methods for dyeing keratin fibers 
using the dye compositions as defined above. Id. at 44-45; see also, claims 32, 37, 38, 
39, and 40. For example, at least one dye composition as defined above may be 
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applied to the keratin fibers, for a period of time sufficient to develop the desired 
coloration, after which the fibers are rinsed, optionally washed with shampoo, rinsed 
again and dried. Id.; see claim 32. 

According to one specific embodiment of this dyeing process, the dye 
composition in accordance with the invention may contain at least one oxidation base 
and at least one oxidizing agent and the dyeing process may comprise separately 
storing, on the one hand, a composition (A1) comprising, in a medium suitable for 
dyeing, at least one cationic direct dye (i) as defined above and at least one oxidation 
base, and, on the other hand, a composition (B1) containing, in a medium suitable for 
dyeing, at least one oxidizing agent, then mixing them together at the time of use, 
before applying this mixture to the keratin fibers, the composition (A1) or the 
composition (B1) containing the cationic or amphoteric substantive polymer (ii) as 
defined. Id. at 44-45; see claim 37. 

According to another specific embodiment of this dyeing process, the dye 
composition may contain at least one oxidizing agent, and the dyeing process may 
comprise separately storing, on the one hand, a composition (A2) comprising, in a 
medium suitable for dyeing, at least one cationic direct dye (i) as defined above, and, on 
the other hand, a composition (B2) containing, in a medium suitable for dyeing, at least 
one oxidizing agent, then mixing them together at the time of use, before applying this 
mixture to the keratin fibers, the composition (A2) or the composition (B2) containing the 
cationic or amphoteric substantive polymer as defined above. Id.; see claim 38. 
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Another subject of the invention is a multi-compartment dyeing device or "kit" or 
any other multi-compartment packaging system, a first compartment of which contains 
composition (A1) or (A2) as defined above and a second compartment which contains 
composition (B1) or (B2) as defined above. Id at 45 and 46; see claims 39 and 40. 
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Grounds of Rejection 

A. Claims 1-42 stand rejected under 35 U.S.C. § 103 as unpatentable over 
U.S. Patent No. 5,735,908 to Cotteret ("Cotteret") in view of WO 95/01772 to Mockli 
("Mockli"). 

B. Claims 1 -23, 32-36, and 41 -42 stand rejected under 35 U.S.C. § 1 03 as 
unpatentable over DE 29512302 to Kao Corp. ("Kao") in view of Mockli. 
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Argument 

Claims 1-42 are patentable over Cotteret in view of Mockli and Kao 
Corp. in view of Mockli. 

1 . The criteria for making a prima facie case of obviousness are 
clearly set forth in the M.P.E.P. and in case law. 

To establish a prima facie case of obviousness, three criteria must be met: (1) 
there must be some suggestion or motivation to combine the reference teachings; (2) 
there must be a reasonable expectation of success; and (3) the prior art references 
must teach or suggest all the claim limitations. M.P.E.P. § 2143 (8th ed., Rev. 2, 2004). 
With regard to the suggestion or motivation to combine the reference teachings, the 
Federal Circuit has stated on numerous occasions that inventions are typically new 
combinations of existing principles or features. In re Rouffet, 149 F.3d 1350, 1357, 47 
U.S.P.Q.2d 1453, 1457 (Fed. Cir. 1998). 

For example, in Rouffet, the Federal Circuit explained that an examiner may find 
every element of the claimed invention in the prior art, but mere identification of each 
element in the prior art is not enough to negate patentability. Id. at 1357, 47 U.S.P.Q.2d 
at 1357. Instead, "the examiner must show reasons that the skilled artisan, confronted 
with the same problems as the inventor and with no knowledge of the claimed invention, 
would select the elements from the cited prior art references for combination in the 
manner as claimed." Id., 47 U.S.P.Q.2d at 1458. These reasons to be provided by the 
Office would satisfy the requirement of showing a suggestion or motivation to combine 
the reference teachings. 
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Furthermore, the Office's basis for the determination of obviousness cannot be 
what the skilled person might try or find obvious to try. See In re O'Farrell, 853 F.2d 
894, 7 U.S.P.Q.2d 1673 (Fed. Cir. 1988). Specifically, the Federal Circuit has identified 
some situations that exemplify an "obvious to try" rationale. Id For example, an 
"obvious to try" rationale can be found where one "varfies] all parameters or tr[ies] each 
of numerous possible choices until one possibly arrived at a successful result, [because] 
the prior art gave either no indication of which parameters where critical or no direction 
as to which of many possible choices is likely to be successful." Id at 903, 7 
U.S.P.Q.2d 1681 (citation omitted). Additionally, "what was 'obvious to try' was to 
explore a general approach that seemed to be a promising field of experimentation, 
where the prior art gave only guidance as to the particular form of the claimed 
invention." Id. Thus, prior art proposing a general approach or identifying numerous 
possible choices does not establish a prima facie case of obviousness. 

If an applicant submits comparative testing to rebut a prima facie case of 
obviousness, then the comparative testing "'must be sufficient to permit a conclusion 
respecting the relative effectiveness of applicant's claimed compounds and the 
compounds of the closest prior art,' and must 'provide an adequate basis to support a 
legal conclusion of unobviousness.'" In re Geiger, 815 F.2d 686, 689, 2 U.S.P.Q.2d 
1276, 1279 (Fed. Cir. 1987) (Newman, J., concurring). Applicant, however, is not 
required to compare the claimed invention with subject matter that does not exist in the 
prior art. /of., 2 U.S.P.Q.2d at 1279. Moreover, "the applicant is not required to create 
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prior art, nor prove that his invention would have been obvious if the prior art were 
different than it actually was." Id., 2 U.S.P.Q. at 1279. 

According to the Court of Customs and Patent Appeals in In re Chapman, 
requiring an applicant to compare the claimed invention with a polymer suggested by 
the combination of references relied upon in the rejection under 35 U.S.C. § 103 "would 
amount to requiring comparison of the results of the invention with the results of the 
invention." 357 F.2d 418, 422, 148 U.S.P.Q. 711, 714 (C.C.P.A. 1966). This is not 
required for comparative testing. Id., 148 U.S.P.Q. at 714. 

2. Examiner's position. 

In the Office Actions dated May 26, 2004, and December 21 , 2004, the Office 
states that Cotteret teaches using cationic or amphoteric substantive polymers with 1- 
hydroxyalkyl or 1-hydroxyalkoxy-2,5-diaminobenzene, i.e., oxidation bases. Office 
Action dated May 26, 2004, at page 2; Office Action dated December 21 , 2004, at page 
2. According to the Office, Cotteret's composition may also include other dye 
components such as couplers and/or direct dyes. Id. It is Cotteret's optional inclusion 
of direct dyes that the Office uses to link Cotteret with Mockli. In particular, the Office 
identifies in Mockli direct dyes which overlap with those presently claimed. Id. 
Accordingly, the Office relies on Cotteret's disclosure of the optional use of direct dyes 
in oxidation dye compositions and Mockli's disclosure of specific direct dyes in direct 
dye compositions to suggest a motivation for the combination of these references. 
Specifically, the Office states that "Mockli teach[es] that said dyes are compatible with 
the cationic polymers, for example the polyquaternium polymers, that Cotteret uses, and 
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Cotteret teaches that the claimed polymers result in various improved properties such 
as improved selectivity used in oxidation dyeing compositions." Id. at 3; Office Action 
dated December 21 , 2004. Under this rationale, the Office rejects claims 1-42 under 
Section 103 as obvious over Cotteret in view of Mockli. 

Using a similar rationale, the Office rejects claims 1-23, 32-36, and 41-42 under 
Section 1 03 as obvious over the combination of Kao in view of Mockli. According to the 
Office, Kao teaches "compositions for dyeing or toning human hair which comprise a 
direct dye and a hydroxylalkyl guar gum or a quaternary salt thereof." Office Action 
dated May 26, 2004, at page 4; Office Action dated December 21 , 2004, at page 4. The 
Office, however, admits that "Kao does not teach cationic direct dyes of the claimed 
formulae," but the broad teaching of direct dyes allows for the importation of other more 
specific direct dyes such as those taught by Mockli. Id. As such, the Office relies on 
Mockli for the disclosure of the presently claimed at least one cationic dye. Id. The 
Office concludes that it would have been obvious to one of ordinary skill in the art to 
substitute Mockli's dyes for those of Kao's because Mockli's hair dyes are used for the 
same purpose as Kao's and Mockli's dyes improve the color strength and fastness 
properties as compared with Kao. Id. at page 5. 

Thus, in both obviousness rejections of record, one reference discloses the 
particular cationic or amphoteric substantive polymers recited in the claimed invention 
with a generic disclosure to either a generic direct dye or the optional inclusion of a 
direct dye and the second reference teaches the particular direct dyes recited in the 
claimed invention. See generally, Office Actions dated May 26, 2004, and December 
21 , 2004. The Office asserts a motivation to combine based on the general 
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compatibility known in the art and improved properties. Appellant submits such a 
motivation is insufficient to establish a prima facie case of obviousness. 

For example, during prosecution Appellant submitted a Rule 132 declaration by 
Mme. RONDEAU presenting results of comparative testing to demonstrate a lack of 
motivation to combine, i.e., the general compatibility of these ingredients does not 
necessarily provide the asserted beneficial results, and moreover, the absence of a 
reasonable expectation of success, i.e., the unpredictability known in the art. See 
Response to Office Action dated May 26, 2004, submitted October 26, 2004. Even in 
view of the comparative testing, the Office finalized the rejections under Section 103 
and asserted that that the comparison testing carried out between the inventive 
composition and compositions representative of Cotteret and Kao was not 
commensurate in scope with the present claims and did not compare the compositions 
disclosed in Kao and Cotteret. Office Action dated December 21 , 2004, at page 7; 
Advisory Action dated June 15, 2005. According to the Office, a more direct 
comparison with the compositions of the references was required. Id. at page 8. 

Appellant disagrees with the Office's rationale at least based on a lack of 
motivation to combine and lack of a reasonable expectation of success, as detailed 
below. 

3. Claims 1-42 are patentable over Cotteret in view of Mockli and Kao in view 
of Mockli. 

a. Cotteret in view of Mockli 

Cotteret is directed to enhancing the selectivity of dyes containing at least one 
specific oxidation precursor (1-hydroxyalkyl- or 1 -hydroxyalkoxy-2,5-diaminobenzene 
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type) by combining them with at least one cationic or amphoteric substantive precursor. 
Cotteret at Col. 1 , II. 50-56. Cotteret also discloses that "in addition to the oxidative dye 
precursor, ... the dye compositions may also contain other oxidation dye precursors as 

well as direct dyes " Id. at Col. 5, II. 53-57 (emphasis added). Cotteret, however, 

lacks any specific criteria or guidance for the addition of direct dyes, as admitted by the 
Office. See Office Action dated May 26, 2004, at 2. 

Instead, Cotteret merely provides for a broad disclosure of many dyes by stating 
that "[t]he direct dyes themselves may be chosen from nitro dyes, azo dyes or 
anthraquinone dyes." Id. at Col. 6, II. 5-6. Thus, Cotteret broadly indicates that , 
potentially millions of possible direct dyes could be used to enrich the shades of his 
oxidation dye compositions. Such a broad disclosure hardly provides the requisite 
teaching or suggestion required to establish a prima facie case of obviousness. See In 
re Baird, 16 F.3d 380, 382, 29 U.S.P.Q.2d 1550, 1552 (Fed. Cir. 1994) (where no 
suggestion of variables that would give rise to the selection was found, the reference did 
not render obvious Applicants' invention). As discussed above, in moving from the cited 
prior art to the claimed invention, one cannot base a determination of obviousness on 
what the skilled person might try or find obvious to try. See O'Farrell, 853 F.3d at 903, 7 
U.S.P.Q.2dat 1681. 

In addition, "a reference must be considered not only for what it expressly 
teaches, but also what it fairly suggests." See In re Burckel, 592 F.2d 1 175, 1 179, 201 
U.S.P.Q. 67, 70 (C.C.P.A. 1979). For example, Mockli (the secondary reference) lacks 
a disclosure that "fairly suggests" using its direct dyes in an oxidative composition. See, 
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e.g., Mockli at page 1 . Mockli states that "increasing reservations are being voiced 
about possible toxicological risks posed not only by the [oxidative dyeing] substances 
used as starting materials but also by the oxidation intermediate and end products, 
whose precise composition is virtually uncontrollable." Id Thus, Mockli does not 
suggest using its dyes in a composition containing oxidation dyes, like Cotteret's, and 
Cotteret does not suggest using its dyes in a composition lacking an oxidation dye, like 
Mockli's. For these reasons alone, there is no suggestion or motivation to combine 
these cited references and as such, a prima facie case of obviousness cannot be 
established. 

In the parent application and subsequent Appeal (see Related Proceeding 
Appendix), this same rejection of Cotteret in view of Mockli was maintained at the Board 
in the absence of objective evidence. To that end, Appellant submitted in the present 
continuation application a Rule 132 declaration of Mme. RONDEAU demonstrating that 
the general compatibility of these types of ingredients does not necessarily provide for 
the asserted beneficial results, e.g., the Office's assertion that "Cotteret teaches that the 
claimed polymers result in various improved properties such as improved selectivity in 
oxidation dyeing compositions." See Office Action dated December 21 , 2004, at 3. 

The RONDEAU Declaration describes comparative testing between Appellant's 
invention and comparative Compositions A and B, of which Composition B is relevant 
with regard to the combination of Cotteret and Mockli. In this comparison, the inventive 
composition comprises, among other things, at least one cationic direct dye (Basic 
Orange 31) with at least one cationic or amphoteric substantive polymer (a 
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polyquaternary ammonium). Comparative Composition B, representative of the 
teachings in Cotteret, i.e., utilizes a neutral direct dye as opposed to a cationic direct 
dye exemplified in the inventive composition. 

The results of the comparison are shown in the table on page 4 of the 
RONDEAU Declaration. As demonstrated, the color variation, as measured by a 
spectrocolorimeter, for the inventive composition is much less than for the comparative 
Composition B. In other words, the hair dyed with the inventive composition containing 
a cationic direct dye exhibits a much less selective color than the hair dyed with 
comparative Composition B corresponding to Cotteret's disclosure. This result is 
desirable as a dye with a less selective coloration produces a homogenous color 
distribution along the keratin fiber. See Appellant's Specification at page 2, II. 9-20. As 
such, the comparison demonstrates that at least with regard to color selectivity, the 
inventive composition gives colorations that are less selective, i.e., form an even 
distribution along the fiber, than dye compositions falling within the disclosures of 
Cotteret (composition A), which suggest color variations. See Declaration of Mme. 
RONDEAU. 

Cotteret's teaching that the addition of direct dyes can "modify the shades to 
enrich the shades with glints" suggests any direct dye can yield this beneficial result. 
However, the discrepancy in color variation between the inventive composition and 
Composition B clearly demonstrates that Cotterefs suggestion is just a generalized 
approach for numerous possible choices. Furthermore, this result supports Appellant's 
position that it would not have been obvious to choose any of the dyes from Cotterefs 
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broad disclosure of "nitro dyes, azo dyes or anthraquinone dyes," i.e., direct dyes, and 
reasonably expect success. Clearly, all dyes do not give the same result. 

Even though an "acceptable" color variation is not defined, the comparison 
illustrates that to be a satisfactory dye composition, a dye formulation needs to be "less 
selective," "dye uniformly," and withstand stress such as perspiration, washing, etc. 
Clearly, certain formulations may exhibit those characteristics more so than others. 
Accordingly, by examining the teachings of Cotteret and Mockli one cannot predict the 
combination of components that would result in a formulation that is "less selective," 
"dye[s] uniformly," and capable of withstanding stresses. This unpredictability in the art 
suggests the absence of a reasonable expectation of success and supports the position 
that the teachings in the combined references merely provide a general approach, 
which is insufficient to establish a prima facie case of obviousness. 

Thus, Appellants respectfully request the reversal of the rejection. 

b. Kao in view of Mockli 

As noted above, "a reference must be considered not only for what it expressly 
teaches, but also what it fairly suggests." See Burckel, 592 F.2d at 1 179, 201 U.S.P.Q. 
at 70. As such, Kao (the primary reference) discloses compositions for dyeing or toning 
human hair using direct dyes. Noting that the prior art compositions were not able to 
achieve a satisfactory level of stability, Kao discloses a composition achieving improved 
stability and containing at least one direct dye, preferably cationic, as well as 0.1 to 
7.5% by weight of at least one hydroxy-C 2 -C 4 -alkyl guar gum and/or its quaternary 
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derivatives. Translated Kao at page 1 . Thus, Kao suggests improving the stability of 
dye compositions by using a hydroxy-C 2 -C 4 -alkyl guar gum together with a dye 

compatible with that guar gum. Id at page 2. In addition, Kao provides for the addition 
of at least one synthetic or natural hair conditioning polymer (e.g., cationic polymers) in 
combination with the required guar gum or its derivative in the dye composition. Id at 
pages 1 , 3. 

Specifically, Kao teaches that the addition of the hydroxyalkyl guar gum 
derivative dramatically impacts the absorption of the dye and thus, is responsible for the 
substantially improved color intensity. Id at page 1 . This requirement of a guar gum 
suggests that its absence will directly influence the overall color intensity. Yet, the 
Office's rationale in combining Kao and Mockli, a person of ordinary skill in the art is 
expected to selectively ignore this requirement of the guar gum and merely utilize Kao 
for the cationic dyes taught on page 2 of the translation and the optional cationic 
polymers, i.e., hair conditioning polymers. 

Kao, moreover, lists forty-two (42) direct dyes that have enhanced stability and 
dye uptake properties with the addition of the guar gum derivative on pages 2-3 of the 
translation, including nineteen preferred cationic dyes. Those dyes include, for 
example, Basic Blue 99, Basic Brown 17, Basic Red 76, and Basic Yellow 57. 
Translated Kao at page 2. Kao, thus, teaches only that these listed basic dyes "are 
especially enhanced by the addition of the guar gum derivative." Translated Kao at 
page 2. However, none of the dyes in this list falls within the scope of the presently 
claimed cationic direct dyes. 
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Mockli, the secondary reference, provides no remedy for Kao's deficiencies. 
Even though Mockli discloses cationic direct dyes that overlap with those presently 
claimed, this fact is insufficient to serve as motivation for combination with Kao, 
particularly because Mockli fails to teach or suggest that any of its dyes would be 
compatible with Kao's guar gums. Kao also fails to suggest that Mockli's dyes would be 
compatible with its guar gums. Further, Mockli discredits the preferred cationic dyes of 
Kao; in particular, Basic Blue 99, Basic Brown 16, Basic Brown 17, Basic Red 76, and 
Basic Yellow 57, stating that a deep black coloration cannot be achieved with these 
cationic hair dyes. Mockli at page 1 . 

As with the Cotteret and Mockli rejection, Kao in view of Mockli was also at issue 
in the parent application and subsequent appeal. See Related Proceedings Appendix. 
As such, to further support Appellant's position, the Declaration of Mme. RONDEAU 
was submitted. See Evidence Appendix. As discussed above, the Declaration 
describes comparative testing between Appellant's inventive composition and 
comparative Composition A. In this comparison, the inventive composition comprises, 
among other things, at least one cationic direct dye (Basic Orange 31) with at least one 
cationic or amphoteric substantive polymer (a polyquaternary ammonium). 
Comparative Composition A, representative of the teachings in Kao, however, utilizes 
the same direct dye (Basic Orange 31) with a quaternized hydroxypropylguar, i.e., 
hydroxy-C 2 -C 4 -alkyl guar gum. 

The results of the comparison are shown in the table on page 4 of the 
Declaration. As demonstrated, the color variation, as measured by a 
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spectrocolorimeter, for the inventive composition is much less than the comparative 
Composition A, which contains a guar gum as required by Kao and not present in the 
inventive composition. Under the Office's rationale, substituting Kao's teaching of 
specific cationic direct dyes with those taught in Mockli would yield a composition with 
improved color intensity. This substitution, however, clearly does not yield the 
homogenous color as achieved by the inventive composition. Instead, the disparate 
color variations demonstrate the influence the guar gum has on the dye composition 
and that one of ordinary skill in the art would not have reasonably expected a successful 
combination. 

The Office, however, takes issue with the absence of a conditioning polymer from 
composition A. Office Action dated December 21 , 2004, at page 7. But the Office 
admits that Kao teaches compositions for dyeing or toning human hair, which comprise 
a direct dye and a hydroxyalkyl guar gum or a quanternary salt thereof. Office Action 
dated December 21 , 2004, at page 4, lines 5-7. As such, composition A in the 
declaration included Basic Orange 31 (a cationic direct dye), Jaguar C136 (a 
quaternized hydroxypropyl guar gum), dodecylpolyglucoside, amino 2 methyl propanol 
1 , and water. Thus, all the required elements of Kao's disclosure were included in the 
dye composition examined in the comparison. Despite these teachings, the Office 
asserts that "Kao was relied upon to teach the addition of cationic conditioning polymers 
to hair dyeing composition containing basic (cationic) dyes," but "[applicant does not 
compare a composition within the scope of Kao containing either dimethyldiallyl 
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ammonium chloride or cationic vinylpyrrolidone polymers and a basic dye." Id 
Appellant disagrees. 

In fact, the substantive cationic/amphoteric polymer in the inventive composition 
assists in "giving colorations that are less selective and that show good resistance to the 
various attacking factors to the hair." Appellant's Specification at page 2. In a similar 
manner, Kao states that "the color intensity, that is, the ability to absorb dye, is 
substantially improved, compared to current products, by the addition of the 
hydroxyalkyl guar gum derivative; the product also exhibits excellent stability." Kao at 
page i . Accordingly, both polymers arguably have a similar purpose. This similarity in 
purpose is ignored by the Office and instead, the Office picks among the optional 
ingredients to arrive at the inclusion of "conditioning polymers." It is unclear why 
"conditioning polymers" are chosen, but for Appellant's teachings in the specification. 

To require Appellant to include any hair conditioning polymer would be one thing, 
but to insist that Appellant compare a composition having specific polymers identified by 
the Office, i.e., dimethyldiallyl ammonium chloride and cationic vinylpyrrolidone, is 
unreasonable. For example, it is only on page 3 that Kao mentions the optional 
inclusion of "at least one synthetic or natural hair-conditioning polymer." According to 
this disclosure, "basically all types of polymers can be used: non-ionic, ionic, 
amphoteric and cationic polymers, cationic polymers are preferred within the framework 
of the invention." Kao at page 3 (emphasis added). Given this disclosure, it is unclear 
how the Office concludes that a cellulose derivative (dimethyldiallyl ammonium chloride) 
must be included in the comparative dye composition. See In re Chapman, 357 F.2d 



21 



Application No. 10/761,213 
Attorney Docket No. 05725.0384-01 

418, 422, 148 U.S.P.Q. 71 1, 714 (C.C.P.A. 1966) (requiring an applicant to compare the 
claimed invention with a polymer suggest by the combination of references "would 
amount to requiring comparison of the results of the invention with the results of the 
invention," which is not required for comparative testing.). 

In addition, the Office singles out for inclusion "cationic vinylpyrrolidone" polymer. 
Office Action at page 7. Despite cationic polymers being "preferred," there is nothing in 
Kao directing a skilled artisan to the requirement of vinyl pyrrolidone polymers as the 
cationic polymers; it is only the present specification that provides this guidance and 
using the specification as a template is impermissible hindsight. 

Moreover, if the Office is going to require the inclusion of hair conditioning 
polymers, then the other optional additives must equally be included, i.e., surfactants, 
alcohols, emulsifiers, pH regulators, solvents and binders, solubilizers, preservatives, 
perfumes, etc. because these ingredients are also equally taught in Kao's disclosure. 
This leads to not only an unlimited number of dye compositions but also unlimited 
number of possible combinations for testing. But from Kao's disclosure and claims, the 
dye composition clearly must include at least one direct dye and at least one hydroxy 
C 2 -C 4 alkyl guar gum or its quaternary salt. Kao at page 1 . Composition A includes 
those ingredients and thus, is representative of Kao's disclosure. 

As stated with respect to the conclusions drawn from the comparisons with 
Cotteret's compositions, the Kao composition in view of the inventive composition 
demonstrates the wide range of variability between different possible formulations. This 
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wide range of variability indicates that the generic disclosure of any dye or even 
"preferred" cationic direct dyes and even further, with optional ingredients such as 
conditioning polymers, suggests a mere general approach. A general approach, 
however, cannot support a motivation to combine, especially in view of the variability 
demonstrated in the formulations of the declaration. See In re O'Farrell, 853 F.2d 894, 
70 U.S.P.Q.2d 1673 (Fed. Cir. 1988). Instead, this variability suggests that there is a 
lack of predictability in the art and the need for more specific guidance as to the 
particular formulation in comparison to broad disclosures of individual classes of 
ingredients. 

Thus, Appellants respectfully request the reversal of this rejection. 
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Conclusion 



For the reasons given above, pending claims 1-42 are allowable and reversal of 
the Examiner's rejection is respectfully requested. The submission of Mme. 
RONDEAU'S Declaration demonstrates a lack of motivation to combine, i.e., the general 
compatibility of these ingredients do not necessarily provide for the asserted beneficial 
results, and moreover, the absence of a reasonable expectation of success, i.e., the 
unpredictability known in the art. Thus, a prima facie case of obviousness has not been 
established. 

To the extent any extension of time under 37 C.F.R. § 1 .136 is required to obtain 
entry of this Appeal Brief, such extension is hereby respectfully requested. If there are 
any fees due under 37 C.F.R. §§ 1.16 or 1.17 which are not enclosed herewith, 
including any fees required for an extension of time under 37 C.F.R. § 1.136, please 
charge such fees to Deposit Account No. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: December 20, 2005 




Adriana L. Bulgy 
Reg. No. 48,564 
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Claims Appendix to Appeal Brief Under Rule 41.37(c)(1)(viii) 

1 . (Previously Presented) A composition for dyeing keratin fibers, said 
composition comprising, in a medium suitable for dyeing, 

(i) at least one cationic direct dye of formula (I), (II), (III) or (IN') below: 
wherein, in said formula (I): 



D represents a nitrogen atom and a -CH group, 

and R2 are identical or different and represent a hydrogen atom, a C1-C4 alkyl 
radical which is unsubstituted or substituted with a -CN, -OH or -NH 2 , or R1 and R 2 form, 
with a carbon atom of the benzene ring, a heterocycle containing at least one 
heteroatom chosen from oxygen and nitrogen and which is unsubstituted or substituted 
with one or more C1-C4 alkyl radicals or a 4 , aminophenyl radical; 

R 3 and R' 3 are identical or different and represent a hydrogen atom, a halogen 
atom selected from chlorine, bromine, iodine and fluorine, a cyano group, a C1-C4 alkyl 
radical, or a C1-C4 alkoxy or acetyloxy radical; 

X- represents an anion; 

A represents a group selected from structures A1 to A 17 and A 19 below: 







N 

/ 



A, 



A 2 
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and 




wherein 

R 4 represents a C1-C4 alkyl radical which is unsubstituted or substituted 
with a hydroxyl radical; and 

R 5 represents a C1-C4 alkoxy radical; 

with the provisos that when D represents -CH, A represents A4 or A 13 , and 
R 3 is other than an alkoxy radical, then and R 2 do not simultaneously represent a 
hydrogen atom; and 

when D represents N, A is chosen from A1-A3, A5-A12, A14-A17 and A i9 ; 

'v 




on 



wherein, in said formula (II): 



R 6 represents a hydrogen atom or a CrC 4 alkyl radical; 
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R 7 represents a hydrogen atom, an alkyl radical which is unsubstituted or 
substituted with a -CN radical or with an amino group, and a 4'-aminophenyl radical, or 
R 7 forms, with R 6 , a heterocycle containing at least one heteroatom chosen from oxygen 
and nitrogen and which is unsubstituted or substituted with a CrC 4 alkyl radical; 

R 8 and R 9 are identical or different and represent a hydrogen atom, a halogen 
atom, a CrC 4 alkyl or C1-C4 alkoxy radical, or a -CN radical; 

X- represents an anion; 

B represents a group selected from structures B1 to B6 below: 




wherein 

R10 represents a CrC 4 alkyl radical; 

R11 and R12, which are identical or different, represents a hydrogen atom 
or a CrC 4 alkyl radical; 
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wherein, in said formulae (III) and (III 1 ): 

R13 represents a hydrogen atom, a C r C 4 alkoxy radical, a halogen atom, and an 
amino radical; 

Ru represents a hydrogen atom, a CrC 4 alkyl radical, or R 14 forms, with a 
carbon atom of the benzene ring, a heterocycle which is optionally oxygenated and/or 
substituted with at least one C1-C4 alkyl group; 

R 15 represents a hydrogen atom or a halogen atom; 

R 16 and R17, which are identical or different, represents a hydrogen atom or a d- 
C 4 alkyl radical; 

D 1 and D 2 , which are identical or different, are chosen from a nitrogen atom and 
a -CH group; 

m = 0 or 1; 

with the proviso that when R13 represents an unsubstituted amino group, 
then Di and D 2 simultaneously represents a -CH group and m = 0; 

X" represents an anion; and 
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E represents a group from structures E1 to E8 below: 




E6 

E7 



wherein R 1 represents a (VC4 alkyl radical; 

with the proviso that when m = 0 and represents a nitrogen atom, then E can 
also represents a group of structure E9 below: 
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E9 



o 



R* 

/ 




I 

R' 



wherein R' represents a C1-C4 alkyl radical; with the further proviso that in said 
formula (III) when Di and D 2 are simultaneously a nitrogen atom, m=0, R13 is an amino 
radical and R15 is a hydrogen atom, then E is chosen from E 3 to E 5 , E 7 and E 8 ; and 

(ii) at least one cationic or amphoteric substantive polymer chosen from: 

(a) cellulosic cationic derivatives with the exception of polymeric 
quaternary ammonium salts of hydroxyethyl cellulose reacted with a trimethyl 
ammonium substituted epoxide; 

(b) copolymers of dimethyldiallylammonium halide and of 

(meth)acrylic acid; 

(c) methacryloyloxyethyltrimethylammonium halide 
homopolymers and copolymers; 

(d) polyquaternary ammonium polymers selected from: 

- polymers of repeating units having formula (IV) below: 
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CH 3 CH, 

: \. | CI" J CI J ; ! 

CH 3 : • ' ■ CH 3 



- polymers of repeating units having formula (V) below: 



CH 3 C 2 H< 

| Br . , j Br ■ ^ * ■ ; ^ . 
CH 3 C 2 H 5 
- and polymers of repeating units having formula (VI) below: 

• j '.. : r ■ : . . . * p m . . .j . V . ^ ' 

! ; i 

CH 3 CH 3 




wherein p represents an integer ranging from 1 to 6 approximately, D is 
zero or represents a group -(CH 2 ) r -CO- wherein r represents a number equal to 4 or 7; 
and 

(e) vinylpyrrolidone copolymers containing cationic units. 
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2. (Original) A composition according to Claim 1 , wherein in said formula 
(I), (II), (III), or (III'), X" represents an anion of chloride, methyl sulfate, or acetate. 

3. (Original) A composition according to Claim 1 , wherein said keratin 
fibers are human keratin fibers. 

4. (Original) A composition according to Claim 3, wherein said human 
keratin fibers are human hair. 

5. (Previously Presented) A composition according to Claim 1 , wherein 
said at least one cationic direct dye of formula (I) is selected from the compounds 
having structures (11) to (I29), (131) to (151), and (I53) to (I55) below: 
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6. (Original) A composition according to Claim 5, wherein said at least 
one cationic direct dye has structure (11), (12), (114) or (131). 

7. (Original) A composition according to Claim 1 , wherein said at least 
one cationic direct dye of formula (II) is selected from the compounds having structures 
(111) to (II3), (II5), (II6), (IIS), and (1110) to (1112) below: 
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and 



CH 3 



CH,S0 4 - (1112) 



8. (Original) A composition according to Claim 1 , wherein said at least 
one cationic direct dye of formula (III) is selected from the compounds having structures 
(MM) to (111 1 8) below: 
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(11113) 
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((1117) 



9. (Original) A composition according to Claim 8, wherein said at least 
one cationic direct dye of formula (III) has structure (III4), (III5) or (1111 3). 

10. (Original) A composition according to Claim 1 , wherein said at least 
one cationic direct dye of formula (III') is selected from the compounds having structures 
(IH'1) to (lll'3) below: 
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1 1 . (Original) A composition according to Claim 1 , wherein said at least 
one cationic direct dye of formulae (I), (II), (III) or (IN') is present in an amount ranging 
from about 0.001 to about 10% by weight relative to the total weight of the composition. 
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12. (Original) A composition according to Claim 1 1 , wherein said at least 
one cationic direct dye of formulae (I), (II), (III) or (III 1 ) is present in amount ranging from 
about 0.005 to about 5% by weight relative to the total weight of the composition. 

1 3. (Previously Presented) A composition according to Claim 1 , wherein 
said at least one cationic or amphoteric substantive polymer is a polymeric quaternary 
ammonium salt of hydroxyethyl cellulose reacted with a lauryl dimethyl ammonium 
substituted epoxide. 

14. (Original) A composition according to Claim 1 , wherein said at least 
one cationic or amphoteric substantive polymer is a copolymer of 
dimethyldiallylammonium chloride and of acrylic acid (80/20 by weight). 

15. (Original) A composition according to Claim 1 , wherein said at least 
one cationic or amphoteric substantive polymer is a crosslinked 
poly(methacryloyloxyethyltrimethylammonium chloride) homopolymer, as a 50% 
dispersion in mineral oil; the crosslinked copolymer of acrylamide and of 
methacryloyloxyethyltrimethylammonium chloride (20/80 by weight), as a 50% 
dispersion in mineral oil; or the methosulphate of the copolymer of 
methacryloyloxyethyl-trimethylammonium and of methacryloyloxyethyldimethyl- 
acetylammonium. 

16. (Original) A composition according to Claim 1 , wherein said at least 
one cationic or amphoteric substantive polymer is: 

a) a vinylpyrrolidone polymer containing dimethylaminoethyl methacrylate 

units; 

b) a vinylpyrrolidone polymer containing 
methacrylamidopropyltrimethylammonium units; or 

c) a vinylpyrrolidone polymer containing methylvinylimidazolium units. 



54 



Application No. 10/761,213 
Attorney Docket No. 05725.0384-01 

1 7. (Original) A composition according to Claim 1 , wherein said at least 
one cationic or amphoteric substantive polymer is present in an amount ranging from 
about 0.01 to about 10% by weight relative to the total weight of the composition. 

1 8. (Original) A composition according to Claim 1 7, wherein said at least 
one cationic or amphoteric substantive polymer is present in an amount ranging from 
about 0.1 to about 5% by weight relative to the total weight of the composition. 

1 9. (Original) A composition according to Claim 1 , wherein said medium 
suitable for dyeing comprises water or a mixture of water and at least one organic 
solvent. 

20. (Original) A composition according to Claim 1 , wherein said 
composition has a pH ranging from about 2 to about 1 1 . 

21 . (Original) A composition according to Claim 20, wherein said 
composition has a pH ranging from about 5 to about 1 0. 

22. (Original) A composition according to Claim 1 , further comprising at 
least one additional direct dye. 

23. (Original) A composition according to Claim 22, wherein said at least 
one additional direct dye is a nitrobenzene dye, anthraquinone dye, naphthoquinone 
dye, triarylmethane dye, xanthine dye, or an azo dye that is non-cationic. 

24. (Original) A composition according to Claim 1 , further comprising at 
least one oxidation base selected from para-phenylenediamines, 
bis(phenyl)alkylenediamines, para-aminophenols, ortho-aminophenols and heterocyclic 
bases. 

25. (Original) A composition according to Claim 24, wherein said at least 
one oxidation base is present in an amount ranging from about 0.0005 to about 12% by 
weight relative to the total weight of the dye composition. 
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26. (Original) A composition according to Claim 25, wherein said at least 
one oxidation base is present in an amount ranging from about 0.005 to about 6% by 
weight relative to the total weight of the dye composition. 

27. (Original) A composition according to Claim 24, further comprising at 
least one coupler selected from meta-phenylenediamines, meta-aminophenols, meta- 
diphenols and heterocyclic couplers. 

28. (Original) A composition according to Claim 27, wherein said at least 
one coupler is present in an amount ranging from about 0.0001 to about 10% by weight 
relative to the total weight of the dye composition. 

29. (Original) A composition according to Claim 28, wherein said at least 
one coupler is present in an amount ranging from about 0.005 to about 5% by weight 
relative to the total weight of the dye composition. 

30. (Original) A composition according to Claim 1 , further comprising at 
least one oxidizing agent. 

31 . (Original) A composition according to Claim 30, wherein said at least 
one oxidizing agent is hydrogen peroxide, urea peroxide, alkali metal bromate, a 
persalt, or an enzyme. 

32. (Original) A method for dyeing keratin fibers, said method comprising 
applying at least one dyeing composition according to Claim 1 to said keratin fibers, and 
allowing said at least one dyeing composition to remain on said keratin fibers for a 
period of time sufficient to develop the desired coloration. 

33. (Original) A method for dyeing keratin fibers according to Claim 32, 
further comprising rinsing said keratin fibers after said period of time sufficient to 
develop the desired coloration. 
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34. (Original) A method for dyeing keratin fibers according to Claim 33, 
further comprising, after said rinsing, washing said keratin fibers with shampoo, rinsing 
said keratin fibers again, and drying said keratin fibers. 

35. (Original) The method according to Claim 33, wherein said period of 
time ranges from 3 to 60 minutes. 

36. (Original) The method according to Claim 35, wherein said period of 
time ranges from 5 to 40 minutes. 

37. (Previously Presented) A method for dyeing keratin fibers, said method 
comprising 

(1 ) mixing a first composition with a second composition, and 

(2) applying said mixture of said first composition and said second 
composition to said keratin fibers for a period of time sufficient to dye said keratin fibers, 
wherein said mixing occurs before the time of application to said keratin fibers, 

wherein said first composition comprises at least one oxidation base and 
at least one cationic direct dye of formula (I), (II), (III) or (III 1 ) below: 




wherein, in said formula (I): 



D represents a nitrogen atom and a -CH group, 
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Ri and R 2 are identical or different and represent a hydrogen atom, a CrC 4 alkyl 
radical which is unsubstituted or substituted with a -CN, -OH or -NH 2 , or Ri and R 2 form, 
with a carbon atom of the benzene ring, a heterocycle containing at least one 
heteroatom chosen from oxygen and nitrogen and which is unsubstituted or substituted 
with one or more C1-C4 alkyl radicals or a 4'aminophenyl radical; 

R 3 and R' 3 are identical or different and represent a hydrogen atom, a halogen 
atom selected from chlorine, bromine, iodine and fluorine, a cyano group, a C1-C4 alkyl 
radical, or a C1-C4 alkoxy or acetyloxy radical; 

X- represents an anion; 

A represents a group selected from structures to A 17 , and A19 below: 
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and 




wherein 
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R 4 represents a C1-C4 alkyl radical which is unsubstituted or substituted^ 



with a hydroxy I radical; and 



R 5 represents a C r C 4 alkoxy radical; 



with the provisos that when D represents -CH, A represents A4 or A13, and 
R 3 is other than an alkoxy radical, then R-i and R 2 do not simultaneously represent a 
hydrogen atom; and 

when D represents N, A is chosen from A r A 3 , A5-A12, and A 14 -A 17 , and A i9 ; 



wherein, in said formula (II): 

R 6 represents a hydrogen atom or a C r C 4 alkyl radical; 

R 7 represents a hydrogen atom, an alkyl radical which is unsubstituted or 
substituted with a -CN radical or with an amino group, and a 4'-aminophenyl radical, or 
R 7 forms, with R 6 , a heterocycle containing at least one heteroatom chosen from oxygen 
and nitrogen and which is unsubstituted or substituted with a CrC 4 alkyl radical; 

R 8 and R 9 are identical or different and represent a hydrogen atom, a halogen 
atom, a C r C 4 alkyl or CrC 4 alkoxy radical, or a -CN radical; 

X- represents an anion; 

B represents a group selected from structures B1 to B6 below: 




00 
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B1 



*«0 



N— N+ 
I I 



82 





N— N+" R to 




I I 



I 

R 




'12 



83 




B4 




85 



and 




86 



wherein 



Rio represents a C1-C4 alkyl radical; 



R11 and R12, which are identical or different, represents a hydrogen atom 
or a C1-C4 alkyl radical; 
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wherein, in said formulae (III) and (III'): 

R 13 represents a hydrogen atom, a CrC 4 alkoxy radical, a halogen atom, and an 
amino radical; 

R14 represents a hydrogen atom, a CrC 4 alkyl radical, or R u forms, with a 
carbon atom of the benzene ring, a heterocycle which is optionally oxygenated and/or 
substituted with at least one C1-C4 alkyl group; 

R 15 represents a hydrogen atom or a halogen atom; 

R 16 and R17, which are identical or different, represents a hydrogen atom or a C r 
C4 alkyl radical; 

D<\ and D 2 , which are identical or different, are chosen from a nitrogen atom and 
a -CH group; 

m = 0 or 1; 

with the proviso that when R 13 represents an unsubstituted amino group, 
then D^ and D 2 simultaneously represents a -CH group and m = 0; 

X" represents an anion; and 

E represents a group from structures E1 to E8 below: 
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wherein FT represents a C1-C4 alkyl radical; 

with the proviso that when m = 0 and represents a nitrogen atom, then E can 
also represents a group of structure E9 below: 
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f 



wherein FT represents a C1-C4 alkyl radical; with the further proviso that in said 
formula (III) when and D 2 are simultaneously a nitrogen atom, m=0, R13 is an amino 
radical and R15 is a hydrogen atom, then E is chosen from E 3 to E 5 , E 7 and E 8 ; and 

wherein said second composition comprises a medium suitable for dyeing and at 
least one oxidizing agent; and 

further wherein either said first composition or said second composition contains 
at least one cationic or amphoteric substantive polymer chosen from: 

(a) cellulosic cationic derivatives with the exception of polymeric 
quaternary ammonium salts of hydroxyethyl cellulose reacted with a trimethyl 
ammonium substituted epoxide; 

(b) copolymers of dimethyldiallylammonium halide and of 

(meth)acrylic acid; 

(c) methacryloyloxyethyltrimethylammonium halide 
homopolymers and copolymers; 

(d) polyquaternary ammonium polymers selected from: 

- polymers of repeating units having formula (IV) below: 
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CH 3 CH, 

] | CI- J 

CH 3 CH 3 

- polymers of repeating units having formula (V) below: 



C,H 



jj 1 l 



I Br 

CH 3 C 2 H £ 
- and polymers of repeating units having formula (VI) below: 



CH, 



Cl- 



Cl 



CH 3 

« 



N "fCHj-tp NH- CO— D-NH -( CH ; -j-N - ( CH. ) r O-( CH, )- 



(Vf) 



CH 3 



CH, 



wherein p represents an integer ranging from 1 to 6 approximately, D is 
zero or represents a group -(CH2) r -CO- wherein r represents a number equal to 4 or 7; 
and 



(e) vinylpyrrolidone copolymers containing cationic units. 
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38. (Previously Presented) A method for dyeing keratin fibers, said method 
comprising 

(1) mixing a first composition with a second, and 

(2) applying said mixture of said first composition and said second 
composition to said keratin fibers for a period of time sufficient to dye said keratin fibers, 
wherein said mixing occurs before the time of application to said keratin fibers, 

wherein said first composition comprises at least one cationic direct dye chosen 
from at least one cationic direct dye of formula (I), (II), (III) or (III 1 ) below: 




wherein, in said formula (I): 

D represents a nitrogen atom and a -CH group, 

Ri and R 2 are identical or different and represent a hydrogen atom, a CrC 4 alkyl 
radical which is unsubstituted or substituted with a -CN, -OH or -NH 2 , or Ri and R 2 form, 
with a carbon atom of the benzene ring, a heterocycle containing at least one 
heteroatom chosen from oxygen and nitrogen and which is unsubstituted or substituted 
with one or more C1-C4 alkyl radicals or a 4'aminophenyl radical; 

R 3 and R' 3 are identical or different and represent a hydrogen atom, a halogen 
atom selected from chlorine, bromine, iodine and fluorine, a cyano group, a C1-C4 alkyl 
radical, or a C1-C4 alkoxy or acetyloxy radical; 

X- represents an anion; 
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A represents a group selected from structures Ai to A 17 , and A 19 below: 
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wherein 

R 4 represents a C1-C4 alkyl radical which is unsubstituted or substituted 
with a hydroxyl radical; and 

R 5 represents a C1-C4 alkoxy radical; 

with the provisos that when D represents -CH, A represents A 4 or A13, and 
R 3 is other than an alkoxy radical, then and R 2 do not simultaneously represent a 
hydrogen atom; and 

when D represents N, A is chosen from A r A 3 , A 5 -A 12 , A 14 -A 17 , and A19; 




wherein, in said formula (II): 

R 6 represents a hydrogen atom or a Ci-C 4 alkyl radical; 
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R 7 represents a hydrogen atom, an alkyl radical which is unsubstituted or 
substituted with a -CN radical or with an amino group, and a 4'-aminophenyl radical, or 
R 7 forms, with R 6 , a heterocycle containing at least one heteroatom chosen from oxygen 
and nitrogen and which is unsubstituted or substituted with a C1-C4 alkyl radical; 

R 8 and R 9 are identical or different and represent a hydrogen atom, a halogen 
atom, a CrC 4 alkyl or C1-C4 alkoxy radical, or a -CN radical; 

X- represents an anion; 

B represents a group selected from structures B1 to B6 below: 




wherein 

R10 represents a C1-C4 alkyl radical; 

R11 and R12, which are identical or different, represents a hydrogen atom 
or a C1-C4 alkyl radical; 
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wherein, in said formulae (III) and (III 1 ): 

R13 represents a hydrogen atom, a C1-C4 alkoxy radical, a halogen atom, and an 
amino radical; 

Rh represents a hydrogen atom, a C1-C4 alkyl radical, or R 14 forms, with a 
carbon atom of the benzene ring, a heterocycle which is optionally oxygenated and/or 
substituted with at least one C1-C4 alkyl group; 

R 15 represents a hydrogen atom or a halogen atom; 

R16 and R17, which are identical or different, represents a hydrogen atom or a d- 
C4 alkyl radical; 

D1 and D 2 , which are identical or different, are chosen from a nitrogen atom and 
a -CH group; 

m = 0 or 1; 

with the proviso that when R 13 represents an unsubstituted amino group, 
then D1 and D 2 simultaneously represents a -CH group and m = 0; 

X" represents an anion; and 
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E represents a group from structures E1 to E8 below: 




E6 

E7 E8 

i 

wherein R' represents a CrC 4 alkyl radical; 

with the proviso that when m = 0 and D^ represents a nitrogen atom, then E can 
also represents a group of structure E9 below: 
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wherein R' represents a C1-C4 alkyl radical; with the further proviso that in said 
formula (III) when and D 2 are simultaneously a nitrogen atom, m=0, R13 is an amino 
radical and R15 is a hydrogen atom, then E is chosen from E 3 to E 5 , E 7 and E 8 ; and 

wherein said second composition comprises a medium suitable for dyeing and at 
least one oxidizing agent; and 

further wherein either said first composition or said second composition contains 
at least one cationic or amphoteric substantive polymer chosen from: 

(a) cellulosic cationic derivatives with the exception of polymeric 
quaternary ammonium salts of hydroxyethyl cellulose reacted with a trimethyl 
ammonium substituted epoxide; 

(b) copolymers of dimethyldiallylammonium halide and of 

(meth)acrylic acid; 

(c) methacryloyloxyethyltrimethylammonium halide 
homopolymers and copolymers; 

(d) polyquaternary ammonium polymers selected from: 

- polymers of repeating units having formula (IV) below: 
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CH 3 CH, 




CH 3 CH 3 



- polymers of repeating units having formula (V) below: 



CH 3 C 2 H 5 

-4-N^-(CH 2 ) 3 -N'HCH,) 3 ] (V) 

| or J Br * . 

CH 3 C 2 H* 
- and polymers of repeating units having formula (VI) below: 



CH 3 CH 3 



$ ^ H 2^NH-CO-D-NH-(CH f ^N-.(CH ; ) r O-(CH 2 )~|- (VI) 

i ; 

CH 3 CHj 



wherein p represents an integer ranging from 1 to 6 approximately, D is 
zero or represents a group -(CH 2 ) r -CO- wherein r represents a number equal to 4 or 7; 
and 

(e) vinylpyrrolidone copolymers containing cationic units. 
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39. (Previously Presented) A multi-compartment dyeing kit for dyeing 
keratin fibers comprising at least two compartments, wherein 

a first compartment comprises a first composition, and 

a second compartment comprises a second composition, 

wherein said first composition comprises at least one oxidation base and 
at least one cationic direct dye of formula (I), (II), (III) or (III') below: 

wherein, in said formula (I): 




D represents a nitrogen atom and a -CH group, 

Ri and Ffe are identical or different and represent a hydrogen atom, a d-C 4 alkyl 
radical which is unsubstituted or substituted with a -CN, -OH or -NH 2 , or Ri and R 2 form, 
with a carbon atom of the benzene ring, a heterocycle containing at least one 
heteroatom chosen from oxygen and nitrogen and which is unsubstituted or substituted 
with one or more CrC 4 alkyl radicals or a 4 , aminophenyl radical; 

R3 and R' 3 are identical or different and represent a hydrogen atom, a halogen 
atom selected from chlorine, bromine, iodine and fluorine, a cyano group, a C1-C4 alkyl 
radical, or a C1-C4 alkoxy or acetyloxy radical; 

X- represents an anion; 

A represents a group selected from structures A1 to A 17 , and A19 below: 
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and 




wherein 

R 4 represents a C1-C4 alkyl radical which is unsubstituted or substituted 
with a hydroxyl radical; and 

R 5 represents a C1-C4 alkoxy radical; 

with the provisos that when D represents -CH, A represents A 4 or A13, and 
R 3 is other than an alkoxy radical, then R1 and R 2 do not simultaneously represent a 
hydrogen atom; and 

when D represents N, A is chosen from A r A 3 , A 5 -A 12 , A 14 -A 17 , and A19; 




wherein, in said formula (II): 
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R 6 represents a hydrogen atom or a d-C 4 alkyl radical; 

R 7 represents a hydrogen atom, an alkyl radical which is unsubstituted or 
substituted with a -CN radical or with an amino group, and a 4'-aminophenyl radical, or 
R 7 forms, with R 6 , a heterocycle containing at least one heteroatom chosen from oxygen 
and nitrogen and which is unsubstituted or substituted with a C r C 4 alkyl radical; 

R 8 and R 9 are identical or different and represent a hydrogen atom, a halogen 
atom, a C1-C4 alkyl or C1-C4 alkoxy radical, or a -CN radical; 

X- represents an anion; 

B represents a group selected from structures B1 to B6 below: 




wherein 

R 10 represents a C1-C4 alkyl radical; 
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Rn and R12, which are identical or different, represents a hydrogen atom 
or a C1-C4 alkyl radical; 




wherein, in said formulae (III) and (III 1 ): 

R13 represents a hydrogen atom, a C1-C4 alkoxy radical, a halogen atom, and an 
amino radical; 

R14 represents a hydrogen atom, a C1-C4 alkyl radical, or R14 forms, with a 
carbon atom of the benzene ring, a heterocycle which is optionally oxygenated and/or 
substituted with at least one C r C 4 alkyl group; 

R 15 represents a hydrogen atom or a halogen atom; 

R16 and R17, which are identical or different, represents a hydrogen atom or a d- 
C 4 alkyl radical; 

D-i and D 2 , which are identical or different, are chosen from a nitrogen atom and 
a -CH group; 

m = 0 or 1; 
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with the proviso that when R13 represents an unsubstituted amino group, 
then Di and D 2 simultaneously represents a -CH group and m = 0; 

X" represents an anion; and 

E represents a group from structures E1 to E8 below: 




E6 

E7 E8 
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wherein R' represents a C r C 4 alkyl radical; 

with the proviso that when m = 0 and represents a nitrogen atom, then E can 
also represents a group of structure E9 below: 




wherein FT represents a CrC 4 alkyl radical; with the further proviso that in said 
formula (III) when and D 2 are simultaneously a nitrogen atom, m=0, R13 is an amino 
radical and R15 is a hydrogen atom, then E is chosen from E 3 to E 5 , E 7 and E 8 ; and 

wherein said second composition comprises a medium suitable for dyeing and at 
least one oxidizing agent; and 

further wherein either said first composition or said second composition contains 
at least one cationic or amphoteric substantive polymer chosen from: 

(a) cellulosic cationic derivatives with the exception of polymeric 
quaternary ammonium salts of hydroxyethyl cellulose reacted with a trimethyl 
ammonium substituted epoxide; 

(b) copolymers of dimethyldiallylammonium halide and of 

(meth)acrylic acid; 

(c) methacryloyloxyethyltrimethylammonium halide 
homopolymers and copolymers; 
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(d) polyquaternary ammonium polymers selected from: 

- polymers of repeating units having formula (IV) below: 



CH 3 CH, 

^^(CH 2 ) a -N*^CH 2 ) 5 J— <m 
CH 3 CH 3 

- polymers of repeating units having formula (V) below: 



CH 3 C 2 H 5 

-4-N--(CH 2 } 3 -N'HCH 2 , 3 J— (V) 
| Br j Br 

CH 3 C ? H» 
- and polymers of repeating units having formula (VI) below: 



CH 3 CH 3 



Cl * CI- » 



* -eCH 2 ^ NH- CO- D-NH -( CH--fcN - ( CH- )-0~{ CH 2 )— U (VI) 



• N- 

I 

CH 3 CH 



wherein p represents an integer ranging from 1 to 6 approximately, D is 
zero or represents a group -(CH 2 ) r -CO- wherein r represents a number equal to 4 or 7; 
and 
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(e) vinylpyrrolidone copolymers containing cationic units. 

40. (Previously Presented) A multi-compartment dyeing kit for dyeing 
keratin fibers comprising at least two compartments, wherein 

a first compartment comprises a first composition and 

a second compartment comprises a second composition; 

wherein said first composition comprises at least one cationic direct dye of 
formula (I), (II), (III) or (III') below: 

wherein, in said formula (I): 




D represents a nitrogen atom and a -CH group, 

and R 2 are identical or different and represent a hydrogen atom, a Ci-C 4 alkyl 
radical which is unsubstituted or substituted with a -CN, -OH or -NH 2 , or Ri and R 2 form, 
with a carbon atom of the benzene ring, a heterocycle containing at least one 
heteroatom chosen from oxygen and nitrogen and which is unsubstituted or substituted 
with one or more (VC 4 alkyl radicals or a 4 , aminophenyl radical; 

R 3 and R' 3 are identical or different and represent a hydrogen atom, a halogen 
atom selected from chlorine, bromine, iodine and fluorine, a cyano group, a CrC 4 alkyl 
radical, or a C r C 4 alkoxy or acetyloxy radical; 

X- represents an anion; 
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A represents a group selected from structures Ai to A 17) and A19 below: 
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and 




wherein 

R 4 represents a C1-C4 alkyl radical which is unsubstituted or substituted 
with a hydroxyl radical; and 

R 5 represents a C1-C4 alkoxy radical; 

with the provisos that when D represents -CH, A represents A 4 or A 13 , and 
R 3 is other than an alkoxy radical, then R1 and R 2 do not simultaneously represent a 
hydrogen atom; and 

. when D represents N, A is chosen from A r A 3 , A 5 -A 12 , A14-A17, and A 19 ; 




wherein, in said formula (II): 

R 6 represents a hydrogen atom or a C1-C4 alkyl radical; 
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R 7 represents a hydrogen atom, an alkyl radical which is unsubstituted or 
substituted with a -CN radical or with an amino group, and a 4'-aminophenyl radical, or 
R 7 forms, with R 6 , a heterocycle containing at least one heteroatom chosen from oxygen 
and nitrogen and which is unsubstituted or substituted with a C1-C4 alkyl radical; 

R 8 and R 9 are identical or different and represent a hydrogen atom, a halogen 
atom, a C1-C4 alkyl or C1-C4 alkoxy radical, or a -CN radical; 

X- represents an anion; 

B represents a group selected from structures B1 to B6 below: 




wherein 

R10 represents a C1-C4 alkyl radical; 

R11 and R 12 , which are identical or different, represents a hydrogen atom 
or a C1-C4 alkyl radical; 
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wherein, in said formulae (III) and (III 1 ): 

R13 represents a hydrogen atom, a C1-C4 alkoxy radical, a halogen atom, and an 
amino radical; 

R14 represents a hydrogen atom, a C1-C4 alkyl radical, or R14 forms, with a 
carbon atom of the benzene ring, a heterocycle which is optionally oxygenated and/or 
substituted with at least one C1-C4 alkyl group; 

R15 represents a hydrogen atom or a halogen atom; 

R16 and R17, which are identical or different, represents a hydrogen atom or a C r 
C4 alkyl radical; 

D1 and D 2 , which are identical or different, are chosen from a nitrogen atom and 
a -CH group; 

m = 0 or 1; 

with the proviso that when R 13 represents an unsubstituted amino group, 
then D1 and D 2 simultaneously represents a -CH group and m = 0; 

X" represents an anion; and 
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wherein R' represents a C1-C4 alkyl radical; 

with the proviso that when m = 0 and represents a nitrogen atom, then E can 
also represents a group of structure E9 below: 
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R 1 
/ 



E9 




wherein R' represents a CrC 4 alkyl radical; with the further proviso that in said 
formula (III) when Di and D 2 are simultaneously a nitrogen atom, m=0, R13 is an amino 
radical and R i5 is a hydrogen atom, then E is chosen from E 3 to E 5 , E 7 and E 8 ; and 

wherein said second composition comprises a medium suitable for dyeing and at 
least one oxidizing agent; and 

further wherein either said first composition or said second composition contains 
at least one cationic or amphoteric substantive polymer chosen from: 

(a) cellulosic cationic derivatives with the exception of polymeric 
quaternary ammonium salts of hydroxyethyl cellulose reacted with a trimethyl 
ammonium substituted epoxide; 

(b) copolymers of dimethyldiallylammonium halide and of 

(meth)acrylic acid; 

(c) methacryloyloxyethyltrimethylammonium halide 
homopolymers and copolymers; 

(d) polyquaternary ammonium polymers selected from: 

- polymers of repeating units having formula (IV) below: 
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CH 3 CH, 

r I I \ ' 

Hr N ~ (ch 2 > 3 -w*-(CH 2 ) a J — <iv) 

CH 3 CH 3 

- polymers of repeating units having formula (V) below: 



CH 3 C 2 H 5 

I I 
Hr N^(CH 2 ) 3 -N* HCH,i 3 J— (V) 

CH 3 C 2 Ht 
- and polymers of repeating units having formula (VI) below: 



CH 3 CH 3 
r I CI- Cf 



-N -fCH 2 ^- NH- CO- D-NH -( CH--fcN-< CH. ) r O-( CH 2 )- 

I I 

CH 3 CH 3 



1 



(VI) 



wherein p represents an integer ranging from 1 to 6 approximately, D is 
zero or represents a group -(CH 2 )r-CO- wherein r represents a number equal to 4 or 7; 
and 

(e) vinylpyrrolidone copolymers containing cationic units. 
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41 . (Original) A composition according to Claim 1 in the form of a liquid, a 
shampoo, a cream, or a gel. 

42. (Original) A composition according to Claim 41 in the form of a 
shampoo. 
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Evidence Appendix to Appeal Brief Under Rule 41.37(c)(1)(ix) 

1 . Declaration under 37 C.F.R. § 1 .1 32 of Christine RONDEAU, a copy of which is 
submitted herewith. 
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AND TRADEMARK OFFICE 



Group Art Unit 1751 

Examiner. Margaret V. Einsmann 

Confirmation No.: 2722 



IN THE UNITED STATES 

In re Application of: 
Christine RONDEAU 

Application No.: 10/761,213 

Filed: January 22, 2004 

For DYE COMPOSITION FOR 
KERATIN FIBRES, WITH A 
CATIONIC DIRECT DYE AND A 
SUBSTANTIVE POLYMER 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

DECLARATION UNDER 37 C F-R- 6 1.132 

1. Christine RONDEAU, do hereby make the following declaration: 

1 I am a French citizen, residing at 10 bis, rue de Verdun, F-78500, 

Sartrouville, France; 

2. I have been awarded a degree in Chemistry from Ecole Nationale 

Superieure de Chimie de Toulouse . 

3. | have been employed by L'OREAL since 1 983, and I am presently 
employed as a Laboratory Supervisor at L'OREAL. 

4. During my employment at L'OREAL, I have been engaged in research and 
development regarding hair dyeing; 

5. | understand the rejections made in the Office Action dated May 26, 2004. 



^ Attorney Doc^f 

6 6iven my education and experience pari^^ 
, consider mysetf able to provide the following ^mony based on experiments 
conducted by me or under my direct supervision. 

7 . TheWlowmgexperimentewerec^ 

conditionsand compare a cornposft^ ending to the present in^^^ 
comparative Compositions A and B. 

8 , Evidence supporting the facts declared in paragraph 7 is as follows: 

r ftUPARATIVE R fPERIMENTS 



No.: uo/zo.uowvi 



I. p~ r -~nnn of Compositions 
The following compositions were prepared: 
Ingredients 
"DyeT 
Dye2 
Polymer 1 
Polymer 2 




Water 
AS = active substance 



2 



^ Attorney uock^wi.. v^.^.w 

Dye 1 : Cationic Direct Dye (Basic Orange 31) 




Cf (H4) 



, Dye 2 : Neutral Direct Dye 

2,2^(4^^ ^ ?> 

, - Polymer 1 : Hexadlmethrine chloride 

The polymer comprises units of the following formula : 

I I j (|V) 

CH3 CHg 



• Polymer 2: Jaguar C13S 

This polymer corresponds to a quatemised hydroxypropylguar. 

II. tw"M1 Procedure 

Eadl composition was a PP »ed onto lo<*s of 90 % white natural hair and permed 
hair and .aft for 30 minutes at room temperature. The .ooKs wara then rinsed and dried 
with a hair dryer. 



^ Attorney Doc^ No.: 05725.038<Hn 

III. Results 

The color of the hair was determined by using the LW system, with a Minolta 
3600D spectrocolorimeter (10°, illuminant D65). 

According to this system, L* indicates the lightness. The lower the value of L*, 
the more intense the color of the hair. Tne chromaticity coordinates are expressed by 
the parameters a* and b*. a* indicating the axis of red / green shades and b* the axis of 

yellow /blue shades. 

AE, the color variation, is obtained from the following formula: 



AE = V(l*-4*) 2 +(«*- fl o*r+(»*-*o») J 
wherein L* indicates lightness and a* and b* are th e chromaticity c oordinates of the 
locks after dyeing, whereas U* indicates the lightness and a** and b> are the 
chromaticity coordinates of the locks before dyeing to determine color variation. The 
lower the value of AE, the jess selective the color, yielding a homogenous color along 
the keratin fiber. 



Composition 


Inventive 
Composition 


Composition 
A 


Composition 
B 


Color variation 
AE 


4.1 


11.9 


15.1 



The Inventive Composition exhibited a color variation of 4.1 . This color variation 
is much lower than that shown by comparative Composition A (1 1 .9) and comparative 
Composition B (1 5.1 ). As such, the Inventive Composition produces a more 
homogenous color along the keratin fiber as compared to Compositions A and B. 
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9. I further declare that all statements made herein of my own knowledge are 
true and that all statements made on information and belief are believed to be true, and 
further, that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
Section1001 of Title 18 of the United States Code, and that such willful false 
statements may jeopardize the validity of the application or any patent issuing thereon. 

Dated: October i£_ 2004 By: f<UK*e Ro»<W . 

Christine RONDEAU 
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Related Proceedings Appendix to Appeal Brief Under Rule 41 .37(cM1 )(x) 

1 . U.S. Application No. 09/287,1 76, Appeal No. 2003-1 308; Decision dated 
November 25, 2003. 
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